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The MAILING DATE of this communication appears on the cover sheet with the correspondence address » 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED {35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 Responsive to communication(s) filed on 14 November 2005 . 
2a)^ This action is FINAL. 2b)D This action is non-final. 

3)D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4® Claim(s) 1 -9. 1 3. 39-4 1 . 43-46. 49. 50. 53, 54, 60,61. 72- 75, 77 and 8 1 -85 is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E>3 Claim(s) 1-9.13.39-41.43-46.49.50.53.54.60.61,72-75.77 and 81-85 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 0 Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 

30 Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Priority 

It is noted that the instantly amended claims recite new matter, as set forth 
above, which is not supported by Provisional application 60/142,585, to which the 
instant application claims priority. Priority for the instant claims is therefore granted only 
to the filing date of the instant application (at best), of July 7, 2000. 

Information Disclosure Statement 

The IDS filed 9/29/05 has been considered. 



Claim Rejections - 35 USC § 112, 1 st para 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-9, 13, 39-41, 43-46, 49-50, 53-54, 60-61, 72-75, 77, 81-85 are rejected 
under 35 U.S.C. 112, first paragraph, as failing to comply with the written description 
requirement. The claim(s) contains subject matter which was not described in the 
specification in such a way as to reasonably convey to one skilled in the relevant art that 
the inventor(s), at the time the application was filed, had possession of the claimed 
invention. This is a NEW MATTER rejection. 

A detection article comprising a microchannel adapted to provide fluid flow 
"without any aid from any structures additional to the microchannels", as newly recited 
in claim 1, is. new matter. Applicant is reminded that both positive and negative 
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limitations of the claims must be fully supported by the originally filed disclosure. In the 
response filed 1 1/14/05, applicant does not point to specific support the originally field 
disclosure for the newly added negative limitation of claim 1 . Applicant states on page 7 
of the response that "spontaneous fluid transport" is "clearly defined in the Specification 
to mean 'fluid transport without the aid from structure external to the microchannels'," 
but fails to point to any such "clear definition" in the original specification. The pages of 
the specification indicated by applicant as supportive of "spontaneous fluid transport" in 
the response do provide support for the terms " "wicking," and "capillary action" as 
argued by applicant. However, while it is admitted that these terms MAY include fluid 
flow without the aid of "structures additional" to the disclosed microchannels, it is equally 
possible for the terms to apply to microchannels comprising "additional" structures, thus 
these terms do not inherently provide the "definition" argued by applicant. The terms 
argued by applicant are not defined by the specification to be fluid flow which occurs 
only in microchannels without any aid from "structures additional to the microchannels". 
Further, it is noted that fluid flow occurring without the aid of EXTERNAL structures is 
not the same as fluid flow which occurs without the aid of structures ADDITIONAL to the 
microchannel. The first excludes pumps, valves, "injectors", etc. which would induce 
fluid flow by the application offeree (i.e. the fluid flow would not be "spontaneous" if 
force were applied), but does NOT exclude polymers, wicks, etc. IN the channel which 
would aid spontaneous fluid flow by inducing capillary action, passive (e.g. ionic or 
hydrophilic) attractions, a concentration gradient, etc. The second excludes ANY 
additional material within the channel which contribute to fluid flow, thus any type of 
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wick, thread, polymer, etc. which, in fact, aid fluid flow (whether that is the intended 
function of the thread, wick, polymer, etc.) are excluded. It is noted that at least one 
embodiment of applicant's invention, in fact, specifically INCLUDES "additional 
structures" in the microchannels, as set forth on page 10, lines 3-4 and depicted in 
Figure 15 "...including a physical support, such as a thread, in each channel." In 
addition, claims 4, 40, and 44-45 specifically recite "additional structures" (detection 
elements) WITHIN the microchannels. 

Original claim 1 recited the term "spontaneous fluid transport", but none of the 
original claims recited a negative limitation with regard to "external structures", therefore 
the original claims do not provide support for the newly added limitation. 

Thus, there is no specific support in the originally filed disclosure for the newly 
added negative limitation of the amended claims and the specification "as a whole" 
indicates that microchannels comprising "additional" structures therein were indeed 
contemplated as an embodiment of the invention. 

For these reasons, the claims recite new matter and are rejected. 

Claim Rejections - 35 USC § 112, 2 nd para 

The rejection under 35 USC 112, 2 nd paragraph is hereby withdrawn in view of 
the claim amendments filed 1 1/14/05. 
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Claim Rejections - 35 USC § 102 

The rejection under 35 USC 102 is hereby withdrawn in view of the claim 
amendments filed 1 1/14/05. Applicant is advised, however, that deletion of the newly 
recited limitations (rejected as new matter, above), may result in reinstatement of the 
rejection. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-3, 5-9, 41, 46, 60-61, and 83-85 are rejected under 35 U.S.C. 103(a) as 

being unpatentable over TSO et al. (US 6,613,560). 

Applicant's arguments filed 1 1/14/05 have been fully considered but they 

are not persuasive. Applicant argues that the priority documents of TSO do not provide 

support for the "spontaneous transport" limitation recited in the instant claims. In 

response, it is noted that the instantly amended claims recite new matter, and that 

priority for the instant claims is granted only to the filing date of the instant application 

(at best), of July 7, 2000, as set forth above. The TSO patent was filed February 1 1 , 

2000, and therefore is properly prior art as of its filing date. As TSO does teach that a 

sample may be introduced into a device by "spontaneous fluid displacement", as 

previously set forth and admitted by applicant on page 10 of the response, the examiner 
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maintains both that TSO is proper prior art and that TSO makes obvious the claims for 
the reasons and motivations previously set forth. For all the reasons previously set forth 
and set forth above, the rejection is maintained. 



Conclusion 

No claims are allowed. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marjorie A. Moran whose telephone number is (571) 
272-0720. The examiner can normally be reached on Mon.Wed: 7-1:30; Tue,Thur: 
7:30-6; Fri 7-3:30 EST. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ardin Marschel can be reached on (571)272-0718. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Marjorie A. Moran 
Primary Examiner 
Art Unit 1631 




